
Serial No.: 08/991,855 

inventor(s), at the time the application was filed, had possession of the claimed invention." The 
remaining claims are rejected based on their dependency, (emphasis added). 

Claim 1 was amended in the previous amendment to recite, "output means for 
outputting the message with said data for a reply to the message ..." 

Figure 5 of the present Application illustrates a Message, ("Today is fine, isn't it!") 
outputted with data for a reply to the message ("Absolutely"; "I agree"; "It's not true"; "I 
disagree"). Also, please see the accompanying description in the Specification (pgs. 8-9). 

Therefore, the Applicant respectfully traverses the "new matter" rejection above, with 
respect to all of the rejected claims. Withdrawal of the rejections is respectfully requested. 



III. REJECTION OF CLAIMS 1-4, 6-22, AND 24-25 UNDER 35 U.S.C. § 103 

Pages 2-3 of the Office Action reject claims 1-4, 6-22, and 24-25 under 35 U.S.C. § 
103(a) as being unpatentable over Peters et al., U.S. Patent No. 5,893,098 (Hereinafter 
" Peters ") in view of Pinter, U.S. Patent No. 5,894,506 (Hereinafter " Pinter "). The rejections are 
traversed below. 

In the previously filed Amendment, the Applicant stated (and amended the claims as 

stated): 

Claim 1 is amended to recite, "An electronic news system for managing an 
electronic message and a reply to said message, comprising: storage means for storing 
data for a fixed form reply, stored separately from the electronic message; output means 
for outputting the message with said data for a reply to the message, said data for a 
reply independent of the messag e: and control means for accepting only a selection 
out of the outputted data for a reply as the reply to the message." (emphasis added). 

In the present invention as amended above, the reply data is independent of the 
message. This is in contrast to Pinter , where a user selects a canned message and a 
canned response(s) based on the message. See Pinter , Figure 2, which illustrates that a 
user selects a canned message 26, and also selects canned responses 40. Also, see 
Pinter , column 4, line 40 which reads, "the calling party browses through this file to 
determine which of the multiple response options are appropriate for addition to the 
selected canned message to be sent to the designated receiving party." Thus, the selected 
canned responses are dependent upon the original message. 

This is different than claim 1 (as amended), which recites that, . . said data for a 
reply independent of the message . . ." This feature is not disclosed in Pinter . Further, 
nothing in Pinter suggests this feature either. Since one of the goals of Pinter is, 
"transmitting certain messages with an improved degree of message compression" (Pinter, 
column 1, lines 41-42), Pinter actually teaches away from the claim 1 by selecting only 
appropriate canned responses. 

Further, the Applicant submits that the combination of Peters and Pinter also does 
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not suggest the present invention. Peter does not store questions and answers separately, 
and therefore, nothing in the combination of both references would suggest the features of 
claim 1 discussed above. 

In response, page 3 of the Office Action states that, "the data for a reply independent of 
the message" is disclosed in Peters . Figure 8. Peters . Figure 8 discloses a message of, "will 
you be taking leave from work between 1 May 94 and 1 July 94?" and data for reply of, yes I 
will be taking leave during this period," "no I will not be taking leave during this period," "I am not 
sure at this time." Note that these replies are related (or dependent) upon the original 
message. 

Therefore, Peter does not disclose "said data for a reply independent of the message." 
Further, Peter does not suggest this feature either, as all data for replies in Peter are dependent 
on the message because they are chosen along with the message and selected to correspond 
to the message accordingly. 

In Pinter , a user selects a canned message and a canned response(s) based on the 
message (as discussed in the quoted text above). Therefore Pinter does not disclose "said 
data for a reply independent of the message." Further, Pinter does not suggest this feature 
either as data for replies are dependent upon the message because they are chosen along with 
the message and selected to correspond to the message accordingly. 

Note that in both Peter and Pinter , a sending party sends message together with related 
reply data. In Pinter , it is apparent that the data for a reply is dependent on the message, since 
Pinter gives an example at col. 4, line 56 - col. 5, line 12 which states that selected codes 
assigned to a message "Can we sign the document first thing tomorrow?" is transmitted with 
codes assigned to response options "yes", "no" and "change to 1PM." Further, Pinter discloses 
at column 4, lines 24-44 that codes assigned to a message "Can we meet for lunch at noon or 
12:30?" is followed by codes assigned to reply options "noon","12:30" and "call me." 

In contrast to Peter and Pinter , claim 1 recites that, "said data for a reply independent of 
the message." 

Further, the combination of Peter and Pinter does not suggest "said data for a reply 
independent of the message." Nothing in the combination suggests this embodiment, for 
replies are chosen in these references to correspond to the messages. 

Therefore, in view of the above, it is submitted that claim 1 is not unpatentable over the 
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combination of Peter and Pinter . 

Independent clainns 7, 9, 13, 17, 21, 25, in view of the above remarks, are also not 
unpatentable over the combination of Peter and Pinter . 

Therefore, in view of the above, withdrawal of the rejections is respectfully requested. 



IV. REJECTION OF CLAIMS 5 AND 23 UNDER 35 U.S.C. § 103 

Page 17 of the Action rejects claims 5 and 23 under 35 U.S.C. § 103(a) as being 
unpatentable over Peters and Pinter and further in view of Ginter et al., U.S. Patent No. 
5,982,891 (Hereinafter " Ginter "). 

Claims 5 and 23 are dependent upon claims 1 and 21, which for the above reasons 
should be allowed over the prior art. 

Withdrawal of the rejections is respectfully requested. 



V. RESPONSE TO EXAMINER'S RESPONSE TO ARGUMENTS 

Page 18 of the Action states that, "With respect to applicant's argument that Peter does 
not teach store questions and answer separately and Pinter does not suggest the data for a 
reply independent of the message has been considered. In response to applicant's arguments 
against the reference individual, one cannot show nonobviousness by attacking references 
individually where the rejections are based on combinations of references." 

Page 6 of the previously filed Amendment stated, "Further, the Applicant submits that 
the combination of Peters and Pinter also does not suggest the present invention. . . . 
Therefore, nothing in the combination of both reference would suggest the features of claim 1 
discussed above." 

Thus, the Applicant submits that the combination of references was indeed addressed in 
the previously filed Amendment. 

Further, in the previously filed Amendment, the Applicant stated, "Further, on page 3 of 
the Action, the Examiner articulates four reasons suggesting the combination of Peter with 
Pinter . However, all four reasons are mere advantages of the resultant combination. In order 
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for there to be a valid motivation to combine references, there must be some objective teaching 
to combine the references. Every invention has advantages over the prior art, which is why 
they were Invented in the first place. Advantages do not render an invention, or a combination 
of references, obvious." 

The Examiner has not responded to the above arguments. The Applicant respectfully 
requests that the Examiner respond to the above arguments and provide a valid rationale to 
combine references. 

VI. CONCLUSION 

There being no further outstanding objections or rejections, it is submitted that the 
application is in condition for allowance. An early action to that effect is courteously solicited. 

Finally, if there are any formal matters remaining after this response, the Examiner is 
requested to telephone the undersigned to attend to these matters. 

If there are any additional fees associated with filing of this Amendment, please charge 
the same to our Deposit Account No. 19-3935. 



Respectfully submitted. 



STAAS & HALSEY LLP 





Jo^i/lrf^iuskin 
Registration No. 43,824 



700 Eleventh Street, NW, Suite 500 
Washington, D.C. 20001 
(202) 434-1500 
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VERSION WITH MARKINGS TO SHOW CHANGES MADE 

IN THE CLAIMS: 

None of the claims are amended below. Nevertheless, for the convenience of the 
Examiner, all of the pending claims are reproduced below: 

1 . (AS THREE TIMES AMENDED) An electronic news system for managing an 
electronic message and a reply to said message, comprising: 

storage means for storing data for a fixed form reply, stored separately from the 
electronic message; 

output means for outputting the message with said data for a reply to the message, said 
data for a reply independent of the message; and 

control means for accepting only a selection out of the outputted data for a reply as the 
reply to the message. 

2. (AS ONCE AMENDED) An electronic news system according to claim 1 , further 
comprising: 

fixed form reply managing means for managing a plurality of fixed form replies by data 
for respectively specifying said plurality of replies, and 

totaling means for totaling a number of the selections of each of fixed form replies as the 
reply to the message, and storing results of the totalization of each of fixed form replies to the 
message in relation to said specifying data. 

3. (AS ONCE AMENDED) An electronic news system according to claim 1 , wherein 
said control means has means for accepting an input of a free form reply to the message, and 
managing the inputted free form reply in relation to data to specify said message. 

4. (AS ONCE AMENDED) An electronic news system according to claim 2, wherein 
said control means has means for accepting an input of a free form reply to the message, and 
managing the inputted free form reply in relation to data to specify said message. 

5. (AS ONCE AMENDED) An electronic news system according to claim 1 , wherein 
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said data for a fixed form reply is one kind or the combination of plural kinds of data selected 
from a plurality of kinds including text, still picture, speech, sound and moving pictures. 

6. (AS ONCE AMENDED) An electronic news system according to claim 1 , wherein 
said control means includes means for causing said output means to output data for a fixed 
form reply of the kind which fits contents of the message. 

7. (AS THREE TIMES AMENDED) an electronic news system including a client 
apparatus and a server apparatus which manages an electronic message and a reply to said 
message transmitted from the client apparatus, said client apparatus comprising: 

storage means for storing data for a fixed form reply, stored separately from the 
electronic message; 

output means for outputting the message with said data for a reply to the message, said 
data for a reply independent of the message; 

control means for accepting only a selection out of the outputted data for a reply as the 
reply to the message; and 

communication control means for transmitting the selection to the server apparatus. 

8. (AS UNAMENDED) An electronic news system according to claim 7, wherein the 
client apparatus comprises means for accepting an input of a free form reply to the message in 
said control means, and the server apparatus comprises free form reply managing means for 
managing the free form reply transmitted from the client apparatus in relation to data for 
specifying said message. 

9. (AS THREE TIMES AMENDED) An electronic news system including a client 
apparatus and a server apparatus which manages electronic messages transmitted from the 
client apparatus, comprising: 

said server apparatus comprising: 

storage means for storing data for a fixed form reply, stored separately from the 
electronic messages; 

communication control means for transmitting said data for a reply to the client 
apparatus; 

said client apparatus comprising: 
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receiving control means for receiving said data for a reply sent from the server 
apparatus, said data for a reply independent of the electronic messages; 

output means for outputting the message with the received data for a reply to the 
message; 

control means for accepting only the selection out of the outputted data for a reply as 
the reply to the message; and 

transmission control means for controlling the transmission for transmitting the selected 
reply to the server apparatus. 

10. (AS ONCE AMENDED) An electronic news system according to claim 9, 
wherein the client apparatus comprises fixed form reply managing means for managing a 
plurality of fixed form replies by data for respectively specifying said plurality of replies, and 
communication control means for transmitting specifying data of the selected reply to the server 
apparatus as a reply, and the server apparatus comprises communication control means for 
receiving the specifying data transmitted from the client apparatus as a reply, and totaling 
means for totaling a number of the selections of each reply as the reply to the message based 
on said specifying data, and storing the results of the totalization of each reply to said message 
in relation said specifying data. 

1 1 . (AS UNAMENDED) An electronic news system according to claim 9, wherein the 
client apparatus comprises means for accepting an input of a free form reply to the message in 
said control means, and the server apparatus comprises free form reply managing means for 
managing free form reply transmitted from the client apparatus in relation to data for specifying 
said message. 

12. (AS UNAMENDED) An electronic news system according to claim 10, wherein 
the client apparatus comprises means for accepting an input of a free form reply to the 
message in said control means, and the server apparatus comprises free form reply managing 
means for managing the free form reply transmitted from the client apparatus in relation to data 
for specifying said message. 

13. (AS FOUR TIMES AMENDED) An electronic news system including a client 
apparatus and a server apparatus which manages an electronic message and a reply to said 
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message transmitted from the client apparatus, 
said server apparatus comprising: 

storage means for storing data for a first fixed form reply, stored separately from the 
electronic message and independent from the electronic message; 

communication control means for transmitting the data for the first fixed form reply to tile 
client apparatus, 

said client apparatus comprising: 

receiving control means for receiving the first data for the first fixed form reply sent from 
the server apparatus; 

storage means for storing data for second fixed form reply, stored 
separately from the message; 

output means for outputting the message with said data for the first or second fixed form 

reply; 

control means for accepting only a selection out of the outputted data for the first fixed 
form reply based on the category of the message as the reply to the message; and 

means for controlling the transmission for transmitting the selected reply out of the data 
for the first or second fixed form reply to the server apparatus. 

14. (AS ONCE AMENDED) An electronic news system according to claim 13, 
wherein the server apparatus comprises fixed form reply managing means for managing a 
plurality of first fixed form replies with data for respectively specifying said replies, and means 
for transmitting the specifying data of the first fixed form reply to the client apparatus along with 
said reply, 

the client apparatus comprises fixed form reply managing means for managing a 
plurality of second fixed form replies with the data for respectively specifying said replies, and 
means for causing said transmission controlling means to transmit the selected second reply or 
the selected specifying data of the first reply to the server apparatus as a reply, 

said server apparatus further comprises means for transmitting specifying data of the 
second fixed form reply to the client apparatus, and means for receiving the second reply or 
specifying data of the first reply transmitted from the client apparatus as a reply in said 
communication control means, and totaling means for totaling a number of the selections of 
each reply as the reply to the message based on said specifying data, and storing the results of 
the totalization of each reply to said message in relation said specifying data. 
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said client apparatus further comprises means for receiving the specifying data of the 
second fixed form reply sent from the server apparatus in said receiving control means, and 
means for outputting the stored second fixed form reply based on said specifying data in said 
output means. 

15. (AS UNAMENDED) An electronic news system according to claim 13, wherein 
the client apparatus comprises means for accepting an input of a free form reply to the 
message in said control means, and the server apparatus comprises free form reply managing 
means for managing the free form reply transmitted from the client apparatus in relation to data 
for specifying said message. 

16. (AS UNAMENDED) An electronic news system according to claim 14, wherein 
the client apparatus comprises means for accepting an input of a free form reply to the 
message in said control means, and the server apparatus comprises free form reply managing 
means for managing the free form reply transmitted from the client apparatus in relation to the 
data for specifying said message. 

17. (AS THREE TIMES AMENDED) A recording medium readable by a computer 
which manages an electronic message and a reply to said message, comprising: 

program code means for causing said computer to store data for a fixed form reply in 
said computer, the fixed form reply being stored separately from the electronic message; 

program code means for causing said computer to output the message with said data 
for a reply to the message, said data for a reply independent of the message; and 

program code means for causing said computer to accept only a selection out of the 
outputted data for a reply as the reply to said message. 

18. (AS ONCE AMENDED) A recording medium according to claim 17, further 
comprising: 

program code means for causing said computer to manage a plurality of fixed form 
replies with data for respectively specifying said replies; and 

program code means for causing said computer to total a number of the selections of 
each reply as the reply to the message and store the results of totaling the totalization of each 
reply to said messages in relation to said specifying data. 
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19. (AS ONCE AMENDED) A recording medium according to claim 17, further 
comprising: 

program code means for causing said computer to accept an input of a free form reply 
to the message; and 

program code means for causing said computer to manage the inputted free form reply 
in relation to data for specifying said message. 

20. (AS ONCE AMENDED) A recording medium according to claim 18, further 
comprising: 

program code means for causing said computer to accept an input of the free form reply 
to the message; and 

program code means for causing said computer to manage the inputted free form reply 
in relation to data for specifying said message. 

21 . (AS TWICE AMENDED) A message system comprising: 

a reply data storage device storing a plurality of fixed form reply sets, each fixed form 
reply set containing a plurality of replies; 

a controller receiving a message from a host and allowing a user to select a reply from a 
fixed form reply set stored in the reply data storage device, the fixed form reply set independent 
of the message; 

an output device outputting the selected reply to the host, 

wherein the fixed form reply sets are stored separately from the message. 

22. (AS UNAMENDED) The message system as recited in claim 21 wherein, the 
controller selects a fixed form reply set based on a category of the message. 

23. (AS UNAMENDED) The message system as recited in claim 21 wherein, the 
reply sets can include video or audio data. 

24. (AS UNAMENDED) The message system as recited in claim 21 wherein, the 
host receives a plurality of the outputted selected fixed form replies and displays a bar graph 
illustrating a frequency of responses. 
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25. (AS TWICE AMENDED) A computer readable storage medium storing a 
computer program instructing a computer to perform: 

storing a plurality of fixed forrfi reply sets, each fixed form reply set containing a plurality 
of replies; 

storing a message separately from the fixed form reply sets; 

receiving the message from a host; 

selecting a fixed form reply set independent of the message; 

allowing a user to choose a reply from the selected fixed form reply set; 

sending the chosen reply to the host; and 

computing the frequency of chosen replies sent to the host. 
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